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1 Application for patent filed Cctober 6, 1994, entitled
“"Multilayer Sole For Sport Shoes,” which is a continuation of
Application 07/995,083, filed Decenber 22, 1992, now
abandoned, which clains the foreign filing priority benefit
under 35 U. S.C. 8 119 of French Application 91 16275, filed
Decenber 24, 1991.
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DECI S| ON ON APPEAL

This is a decision on appeal under 35 U. S.C. § 134 from
the final rejection of clainms 27, 29-36, and 38-41.
W reverse.

BACKGROUND

The disclosed invention is directed to a sport shoe
conprising an outer sole nade up of three layers performng
di stinct functions.

Claim 27, the sole independent claim is reproduced
bel ow.

27. In a sport shoe conprising an upper, a sole
made froma |l am nated profile conprising several |ayers
perform ng distinct functions, respectively, said sole
bei ng surnounted by said upper, wherein said sole
conprises at least three |ayers external to said upper,
namel y:

(a) a ground contact layer with determ nate
properties of flexibility, gripping and abrasion-
resi stance whi ch provide good foot extension, good
ground traction and a high | evel of wear resistance;

(b) an upper confort layer located directly
beneath the foot, said upper confort |ayer having
el astic shock-absorption properties and bei ng assenbl ed
on sai d upper of said shoe; and

(c) an internediate |ayer of said sole, arranged
directly between an upper part of said ground contact
| ayer, by one of its faces, and the |lower part of said
confort layer by its other face, having controlled
torsional and flectional rigidity, and providing both
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1983
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for the distribution of shockwaves and stresses sensed
by said ground contact |ayer and for their diffusion
over said confort |ayer before comng in contact with
the foot, said internediate | ayer extendi ng over an
entire surface of said ground contact |ayer and
constituting a framework for the ground contact |ayer
preventing deformation of the ground contact |ayer and
thereby permtting it to be nade of softer, nore
adherent rubber.

The Examiner relies on the followng prior art:

Funck 4, 399, 620 August 23,
Hanni bal 4, 651, 445 March 24,
Bani ch et al. (Banich) 4,694, 591 Sept enber 22,
Barry et al. (Barry) 5,052,130 Cct ober 1,

Clainms 27, 30, 34, 362 and 38-41 stand rejected under

35 U.S.C. 8 103(a) as being unpatentable over Barry and

Hanni bal .

Clainms 29 and 31-33 stand rejected under 35 U.S. C

8 103(a) as being unpatentable over Barry, Hanni bal, and

Bani ch.

Claim 35 stands rejected under 35 U.S.C. § 103(a) as

bei ng unpatentabl e over Barry, Hannibal, and Funck.

2 Since claim36 depends fromclaim?29, it should be

grouped with the rejection of claim29.
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W refer to the Final Rejection (Paper No. 21) (pages
referred to as "FR__") and the Exam ner's Answer (Paper

No. 28) (pages referred to as "EA

") for a statenent of the
Exam ner's position and to the Appeal Brief (Paper No. 27)
(pages referred to as "Br__") for a statenent of Appellants’
argunent s thereagai nst.
OPI NI ON

The clains are argued as standing or falling together
wi th i ndependent claim 27. Therefore, we exam ne the
teachi ngs of Barry and Hanni bal applied to this claim

Appel lants admt "that Barry shows an outer sole (16)
made of rubber, an intermedi ate |ayer (spring plate 20)
having controlled torsional and flectional rigidity, and an
upper confort layer (18)" (Br3). As shown in figure 4, the
spring plate 20 term nates a small anobunt fromthe front and
heel ends of the mdsole "to prevent the rather sharp edges
of the plate fromcutting anything or anyone, and to all ow
adequat e adhesi ve area between the overlying mdsole and the
underlying outsole in these areas"” (col. 4, lines 62-65).
"The spring plate is tapered down in the rear to extend

primarily beneath the nedial portion of the heel region, and
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not significantly beneath the lateral portion of the heel
region, leaving the lateral heel area with the |ateral
outsol e portion directly in engagenent with the m dsol e"
(col. 2, lines 13-18) which "results in enhanced rear foot
stability while nmaintai ning shock absorption of the |ateral
heel portion of the mdsole" (col. 2, lines 19-21). "If the
pl at e extended beneath the outside, i.e., lateral area of
the heel, the additional torsional stiffness would increase
the rate and degree of pronation, increasing the potential
for injury." (Col. 5, lines 8-11.)

Hanni bal di scl oses a conposite shoe sole having a
mul tiple ply inner sole 30 at the top of a mdsole 14 plus
heel lift 20 and an outer sole |ayer 16.

Exhibit B attached to the anendnment (Paper No. 20)
filed August 25, 1995, illustrates the respective |ayer
arrangenents of the present invention (Quellais et al.) and

the two references to Barry and Hanni bal .

The Exam ner reasons (FR5): "it would have been
obvi ous to one having ordinary skill in the art to provide
the sol e construction of Barry et al. '130 with the sole

plate of Hannibal in lieu of the sole plate disclosed
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t herei n because such stability devices are art recognized
equi val ents and substituting one for the other provides the
shoe of Barry et al. '130 with lateral stability in the
rearfoot area and provi des high conpliance about the forward
roll axis while reducing pronation, as taught by Hannibal ."
Appel  ants argue that "the proposed conbination is
i nfeasi bl e inasnmuch as the two references contain
i nconsi stent teachings, in that the internediate | ayer (20)
of Barry is in direct contact with the ground contact |ayer
(16), whereas the conposite |ayer (37) of Hannibal is renote
fromthe ground contact |ayer (16)" (Brb5).
We find no notivation in the references to do what the
Exam ner suggests. Barry teaches against having the spring
pl ate 20 "extending over an entire surface of said ground
contact layer"” as clainmed. Barry teaches that the spring
pl ate should not extend to the edge at the front "to prevent
the rather sharp edges of the plate fromcutting anything or
anyone, and to all ow adequate adhesive area between the
overlying mdsole and the underlying outsole in these areas”
(col. 4, lines 62-65). Barry teaches that the spring plate

shoul d not extend to the edge at the rear because "[i]f the
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pl at e extended beneath the outside, i.e., lateral area of
the heel, the additional torsional stiffness would increase
the rate and degree of pronation, increasing the potential
for injury" (col. 5, lines 8-11). The Exam ner has not
dealt with these teachi ngs agai nst doi ng what the Exam ner
proposes. For exanple, the Exam ner states that extending
the sole plate in Barry would reduce pronation, which
contradicts Barry.

Al though it mght be said that it woul d have been
obvious to one of ordinary skill in the art to extend the
spring plate to the edges if one was not concerned with the
factors nentioned by Barry, such analysis seens tinged with
hindsight. It would seemthat there should be margin
bet ween the spring plate and the edges at least to allow an
adhesi ve area.

VWiile it may be true that the inner sole 30 conprising
a conposite lamnate in Hannibal is structurally simlar to
the spring plate 20 conprising the conposite lamnate in
Barry, the different order of the layers in Hanni bal nakes
it difficult to see howits teachings are applicable to

nodi fying Barry. The bionechanics of the shoe are clearly
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going to depend on the order of the |ayers. The conposite
lam nate inner sole 30 is the top layer in Hanni bal and
clearly has to extend over the entire surface of the md
sole 18 and heel lift 20 to distribute forces thereover. In
Barry, the mdsole 18 is at the top and distributes forces
over the conposite |lam nate spring plate 20 and the outer
sole 16. W do not find any notivation in Hanni bal to place
the conposite | am nate between the outer sole and the
m dsole as in Barry. Barry teaches that if the conposite
| ayer is between the outer sole and the mdsole, it should
not extend over the entire surface of the outer sole.
Therefore, we are not persuaded that it would have been
obvious to one of ordinary skill in the art to extend the
spring plate 20 in Barry over the entire surface of the
outer sole 16, just because Hanni bal discloses three |ayers,
each | ayer of which extend entirely over the | ayer bel ow

For the reasons stated above, we conclude that the

Exam ner has failed to establish a prinma facie case of

obvi ousness with respect to independent claim 27.
Accordingly, the rejection of clainms 27, 30, 34, and 38-41

is reversed.
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Bani ch and Funck do not cure the deficiencies of Barry
and Hanni bal as to the rejection of claim27. Accordingly,

the rejections of clainms 29, 31-33, 35, and 36 are reversed.



Appeal No. 1997-1268
Appl i cation 08/ 319, 096

CONCLUSI ON

The rejections of clainms 27, 29-36, and 38-41 are

reversed.
REVERSED
JAMES D. THOVAS )
Adm ni strative Pat ent Judge )
)
)
)
) BOARD OF
PATENT
LEE E. BARRETT ) APPEALS
Adm ni strative Patent Judge ) AND
) | NTERFERENCES
)
)
)
PARSHOTAM S. LALL )

Adm ni strative Patent Judge )
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